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DETAILED ACTION 

Acknowledgements 
The Applicants amendment filed on September 11, 2007 is hereby 
acknowledged, Claims 29-57 remain pending. Applicant's request for reconsideration of the 
finality of the rejection of the last Office action is persuasive and, therefore, the finality of that 
action is withdrawn. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 29-57 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

These claims are embodied as a "system for aquiring digital content" however there is no 
clear structure defined. Specifically, the claim is silent a computer-readable medium comprising 
instructions, when executed causes a computer to perform specific method steps. (MPEP 
2106.01) 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 29-57 are rejected under 35 U.S.C. 1 12, second paragraph, as failing to set forth 
the subject matter which applicant(s) regard as their invention. Claim 1 is indefinite because it is 
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a hybrid claim. In particular, the claim appears to be directed towards neither a "process" nor a 
"machine" but rather embraces or overlaps two different statutory classes of invention. Evidence 
to support an interpretation that claim 29 is a product is that the preamble which states "a system 
for acquiring digital content" , and the body recites "a digital accessing component ". 
Alternatively evidence that indicates the claim is directed to a process or method is in the body 
of the claim which recites " to receive and authenticate one or more components" etc.. , because 
of this conflicting evidence it is unclear whether this is a product or a process claim. 

Claims 42 and 51 have similar limitations and are rejected for at least the same reasons. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and Ihc prior art arc such thai the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

1 . Claims 29-57 are rejected under 35 U.S.C. 103(a) as being unpatentable over Katz (US 
Patent No 5,926,624) in view of Coley et al. (US Patent 5,790,664). 
As per claim 29, 

Katz et al. ('624) discloses a system for acquiring digital content, the system comprising: 

a digital-content-accessing component invoked by a selection interface, provided by a 
digital-content supplier, to receive and authenticate one or more components of the digital 
content on a client computer,(Figure 2) 

to store the one or more received and authenticated components in an unusable form on 
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the client computer; (Figure 5) 

a license component incorporated within a component of the digital content that 
communicates with a remote licensing broker to verify that a user is licensed to receive the 
digital content (Column 8, lines 1-14) 

Katz et al. ('624) does not explicitly disclose generates a useable form of the digital 
content from the one or more components of the digital content; Coley et al. ('664) discloses 
generates a useable form of the digital content from the one or more components of the 
digital content (Column 4, lines 41-48). It would be obvious to one having ordinary skill in 
the art at the time the invention was made to combine the Katz et al. ('624) method with the 
Coley et al. ('664) method in order to enable the transaction to yield a useful product. 
The Examiner notes that the features of "to receive and authenticate one or more components 
of the digital content on a client computer" and generates a useable form of the digital 
content from the one or more components of the digital content" are directed towards 
intended usage of the system. 

Claim 42 and 5 1 are in parallel with claim 29 and are rejected for at least the same 
reasons. 

2. As per claim 30, 

Katz et al. ('624) discloses the system of claim 1 wherein the selection interface is 
instantiated on the client computer, (Figure 2) 

wherein the selection interface provides a description of the digital content; (Column 9, 
lines 31-37 )wherein the selection interface provides for selection, by the user, of the digital 
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content for acquisition from a remote digital-content vendor. (Column 9, lines 31-37; figure 
1) 

Claim 43 is in parallel with claim 30 and is rejected for at least the same reasons. 

3. As per claim 31, 

Katz et al. ('624) discloses the system of claim 2 
Wherein the selection interface is one of: an executable file that displays a graphical user 
interface; data received by the client computer that is rendered by a program running on the 
cUent computer to display a graphical user interface; a web page displayed by a browser 
application running on the client computer; a text file stored on the chent computer that 
includes links or references to the digital content that allow the user to access the digital 
content by a communications means including one or more of an Intemet browser, email, 
mail, telephone, fax, and file transfer protocols. (Column 9, lines 31- 37; figure 1) 

Claim 44 is in parallel with claim 3 1 and is rejected for at least the same reasons. 

4. As per claim 32, 

Katz et al. ('624)discloses the system of claim 1 wherein the digital-content-accessing 
component is an executable file that, when executed on the client computer, accesses and 
receives the components of the digital content from remote computer systems. (Column 9, 
lines 31-37; figure 1) 

Claim 45 is in parallel with claim 32 and is rejected for at least the same reasons. 
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5. As per claim 33, 

Katz et al. ('624) discloses the system of claim 4 wherein the digital-content-accessing 
component is transmitted from a remote computer to the client computer through a 
communications medium. (Column 9, lines 31-37- Column 9, 
lines 51-54) 

Claim 46 is in parallel with claim 33 and is rejected for at least the same reasons. 

6. As per claim 34, 

Katz et al. ('624) discloses the system of claim 4 

Official Notice is taken that "the digital-content-accessing component is generated locally 
on the chent computer from a component list" is common and well known in prior art in 
reference to distributed computing protocols. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to generate the digital-content- 
accessing component locally so that the program code could be compiled with machine 
specific optimizations 

Claim 47 is in parallel with claim 34 and is rejected for at least the same reasons. 

7. As per claim 35, 

Katz et al. ('624) discloses the system of claim 
wherein the digital-content-accessing component authenticates a received digital-content 
component by generating a message digest from the received digital-content component and 
comparing the generated message digest with a stored message digest. (Column 14, lines 29- 
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54) 

8. As per claim 36, 

Katz et al. ('624) discloses the system of claim 1 

whereinat least one received digital-content component is encrypted. (Figure 2) 

Claims 48 and 52 are in parallel with claim 36 and are rejected for at least the same 
reasons. 

9. As per claim 37, 

Katz et al. ('624) discloses the system of claim 1 
Katz et al. ('624) does not explicitlydisclose the license component requests an electronic 
license certificate from the licensing broker; Coley et al. ('664) discloses the license 
component requests an electronic license certificate from the licensing broker (Figure 2). It 
would be obvious to one having ordinary skill in the art at the time the invention was made 
to combine the Katz et al. ('624) method with the Coley et al. ('664) method in order to 
prevent fraudulent transactions. 

Claim 53 is in parallel with claim 37 and is rejected for at least the same reasons. 

10. As per claim 38, 

Katz et al. ('624) discloses the system of claim 1 

Official Notice is taken that "the license component decrypts any encrypted, received 
digital-content components" is common and well known in prior art in reference to 
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distributed computing protocols. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to decrypt encrypted data in order to access 
information from the data. 

Claim 54 is in parallel with claim 48 and is rejected for at least the same reasons. 

11. As per claim 39, 

Katz et al. ('624) discloses the system of claim 1 

Official Notice is taken that "executes a purchase fransaction to purchase a license for the 
digital content on behalf of the user" is common and well known in prior art in reference to 
distributed computing protocols. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to purchase a license in order to allow the creator 
of the content to make a profit from the distribution of the content 

Claim 55 is in parallel with claim 39 and is rejected for at least the same reasons. 

12. As per claim 40, 

Katz et al. ('624) discloses the system of claim 1 wherein components of the digital 
content may include one or more of 

an encrj^ted executable file; an encrypted data file; a user interface library; a purchasing 
request library; a security information file; and an elecfronic license certificate. (Column 9, 
lines 31-37; figure 1) 

Claims 49 and 56 are in parallel with claim 40 and are rejected for at least the same 
reasons. 
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As per claim 41, 

Katz et al. ('624) discloses the system of claim 1 wherein components of the digital- 
content includes one or more of: digitally encoded executable code; digitally encoded 
source code; a digitally encoded video program; a digitally encoded audio program; 
digitally encoded music; a digitally encoded game; a digitally encoded multi-media 
program; a digitally encoded text document. (Column 9, lines 31-37; figure 1) 

Claims 50 and 57 are in parallel with claim 41 and are rejected for at least the same 
reasons. 



Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to JOHN M. WINTER whose telephone number is (571)272-6713. 
The examiner can normally be reached on M-F 8:30-6, 1st Fridays off 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Calvin Hewitt can be reached on (571) 272-6709. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JMW 



/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 



